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DETAILED ACTION 

1. Claims 1 - 20 are pending in this Office action. 



Claim Rejections - 35 USC §112 

2. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1, 9 and 17 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

With respect to claims 1 and 9, the term "associate" or "associating" is unclear, 
because associate or associating could mean grouping or comparing. 

With respect to claim 17, the term "coupling" is unclear, because coupling could 
mean unites or connects. It is not clear how coupling to do with database schema and 
document schema. 

Claim Rejections - 35 USC § 101 

3. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claims 1 - 20 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. 



V 
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The claims (1 , 9 and 17) lack the necessary physical articles or objects to 
constitute a machine or a manufacture within the meaning of 35 USC 101. They are 
clearly not a series of steps or act to be a process nor are they a combination of 
chemical compounds to be a composition of matter. As such, they fail to fall within a 
statutory category. They are, at best, functional descriptive material perse. 

To be statutory, a claimed computer-related process must either: (A) result in a 
physical transformation outside the computer for which a practical application is either 
disclosed in the specification or would have been known to a skilled artisan, or (B) be 
limited to a practical application with useful, concrete and tangible result. 

The claim recites accessing a database schema, accessing a document schema 
and associating or coupling the database schema and the document schema to provide 
a metadata schema that enables data to be passed between an XML document and the 
hierarchical database. 

The invention as recited in the above claims associate or couple two different 
schema to provide another schema, namely metadata schema. It is unclear as to what 
kind of tangible output is obtained by associating or coupling two different schema to. 
provide metadata schema. Use of associating or coupling schemas do not provide 
useful results because there is no execution and storing involved. 
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Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent. 

Claims 1, 8, 9, 16 and 17 are rejected under 35 U.S.C. 102(a) as being 
anticipated by Applicant's Admitted Prior Art consist of RELATED ART paragraphs [002 
-012] (hereinafter "APA"). 

With respect to claims 1, 9 and 17, APA discloses accessing a database schema 
indicative of database field names and a hierarchical structure for a hierarchical 
database; accessing a document schema that defines the hierarchical structure, content 
data syntax, and semantics of valid, well-formed, XML documents that can be passed 
into and out of the hierarchical database, the document schema including an XML 
element name that maps to a database field name in the database schema; and 
coupling the database schema and the document schema to provide a metadata 
schema that enables data to be passed between an XML document and the hierarchical 
database (APA: paragraphs [002 - 006], [009 - 010] and [012]). 

As to claims 8 and 16, the hierarchical database comprises an Information 
Management System (IMS) database (APA: paragraph [012]). 
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Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

• 

This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1.56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

6. Claims 2, 3, 10, 11, 18 and 19 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over APA as applied to claims 1 , 9 and 17 above, and further in view of 
U.S. Patent Number 6,871,204 issued to Muralidhar Krishnaprasad et al. 
("Krishnaprasad"). 

With respect to claims 2, 3, 10, 1 1 , 18 and 19, APA does not explicitly discloses 
the document schema comprises an XML schema that complies with an industry 
standard for XML schemas and wherein the industry standard for XML schemas 
comprises version 1 .0 as set forth by the World Wide Web Consortium as claimed. 
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Krishnaprasad discloses claimed the document schema comprises an XML 
schema that complies with an industry standard for XML schemas and wherein the 
industry standard for XML schemas comprises version 1 .0 as set forth by the World 
Wide Web Consortium (column 1 , lines 42 - 52). 

It would have been obvious to a person of ordinary skill in the art at the time of 
the invention was made to modify APA with the teachings of Krishnaprasad to provide 
techniques for transforming relational data into XML and XML into relational data in an 
intelligent, flexible and efficient manner (column 1 , lines 65 - 67; Krishnaprasad). 

7. Claims 4,12 and 20 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over APA as applied to claims 1, 9 and 17 above, and further in view of U.S. Patent 
Publication Number 2003/0226109 A1 issued to Dan Adamson et al. ("Adamson"). 
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With respect to claims 4, 12 and 20, APA does not explicitly disclose the 
database schema comprises a predefined database schema comprising a set of java 
classes representative of one or more nodes and one or more fields of the hierarchical 
database as claimed. Adamson discloses claimed the database schema comprises a 
predefined database schema comprising a set of java classes representative of one or 
more nodes and one or more fields of the hierarchical database (see Figure 2, 
paragraph [0029]). 

It would have been obvious to a person of ordinary skill in the art at the time of 
the invention was made to modify APA with the teachings of Adamson to allow 
seamless integration of the ontology with various process including but not limited to 
transmission, discovery, notification , searching, filtering and storage process 
(Abramson: paragraph [0021]). 

Allowable Subject Matter 

8. Claims 5-7 and 13 - 15 are objected to as being dependent upon a rejected 
base claim, but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. 
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Contact Information 



9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Shahid Al Alam whose telephone number is (571) 272- 
4030. The examiner can normally be reached on Monday-Thursday 8:00 A.M.- 4:00 
P.M.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John E. Breene can be reached on (571) 272-4107. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 




Shahid Al Alam 
Primary Examiner 
Art Unit 2162 
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